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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MAKOTO TORI ZUKA,
H ROH SA SUZUKI, KANA FUJI WARA,
TAKASHI ODA, NOBUSHI GE TANAKA and KATSUHI KO RI NDO

Appeal No. 99-0389
Application 08/709, 218!

ORDER REMANDI NG TO EXAM NER

On Cctober 27, 1998, a Reply Brief (Paper No. 13)
was filed in response to the Exam ner's Answer nail ed August
27, 1998 (Paper No. 12). However, there is no indication in
the record of whether or not the exam ner has considered the

Reply Brief. Section 1.193(b)(1) of the Code of Federal

Regul ations (1998) st ates:

1 Application for patent filed Septenber 6, 1996.
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(b)(1) Appellant may file a reply brief to
an exanmner's answer within two nmonths from

the date of such exam ner's answer.

The primary exam ner nust either

acknow edge receipt and entry of the reply

brief or withdraw the final rejection and

reopen prosecution to respond to the reply

brief.

In addition, an Information D sclosure Statenent
(IDS) was filed June 11, 1999 (Paper No. 14) and has been
mat ched with this application at the Board of Patent Appeal s
and Interferences. The IDS needs to be considered by the
Primary Exam ner with respect to conpliance with the criteria
set forth in 37 CFR 88 1.97 and 1.98. A conmuni cati on
noti fying appellants of the Primary Exam ner's decision is
required.

Finally, a further exam nation of the file reveals
that an anmendnent filed February 11, 1998 (Paper No. 8) was
not properly entered. Title 37 CFR 8§ 1.122(a) (1997) states:

Amendnents are "entered" by the

O fice by nmaking the proposed

del etions by drawing a line in red

i nk through the word or words
cancel l ed, and by making the
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proposed substitutions or
insertions in red ink, smnal
insertions being witten in at the
desi gnat ed pl ace and | arger

i nsertions being indicated by

ref erence.

The current entry of the anmendnent does not conply with

37 CFR § 1.122(a).
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Accordingly, it is

ORDERED t hat the application is remanded to the
Exam ner:

1. for proper response to the Reply Brief filed
Cct ober 27, 1998 (Paper No. 13);

2. for consideration of the IDS filed June 11, 1999
(Paper No. 14), including appropriate notification to
appel | ant s;

3. for proper entry of the amendnent filed
February 11, 1998 (Paper No. 8); and

4. for such further action as may be appropriate.

It is inmportant that the Board of Patent Appeals and
Interferences be infornmed pronptly of any action affecting the
status of the appeal (i.e., abandonnent, issue, reopening
prosecution).

BOARD OF PATENT APPEALS
AND | NTERFERENCES

By:

DALE SHAW
Program and Resour ce Admi ni strator
(703) 308-9797
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CC:

ol on Spivak McC elland Maier and Neust adt
Fourth Fl oor

1755 Jefferson Davis H ghway

Arlington, VA 22202



